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DETAILED ACTION 
Priority 

It is noted that this application appears to claim subject matter disclosed in prior 
Application No. PCT/IB2005/000105, filed 18 January 2005 claiming priority to a foreign 
Application No. UD2004A000007. A reference to the prior application(s) must be 
inserted as the first sentence(s) of the specification of this application or in an 
application data sheet (37 CFR 1 .76). 

Since the application is a utility or plant application which entered the national 
stage from an international application filed on or after November 29, 2000, after 
compliance with 35 U.S.C. 371 , the specific reference must be submitted during the 
pendency of the application and within the later of four months from the date on which 
the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen months from the 
filing date of the prior application. See 37 CFR 1 .78(a)(2)(ii) and (a)(5)(ii). This time 
period is not extendable and a failure to submit the reference required by 35 U.S.C. 
1 19(e) and/or 120, where applicable, within this time period is considered a waiver of 
any benefit of such prior application(s) under 35 U.S.C. 1 19(e), 120, 121 and 365(c). 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1 .78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
inclusion on the first filing receipt, the petition under 37 CFR 1 .78(a) and the surcharge 
under 37 CFR 1 .17(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) bv filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201.11. 

Furthermore, a certified copy of the Italian patent application, UD2004A000007, 
to which the international application claims priority, is requested. 
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Specification 

The abstract of the disclosure does not commence on a separate sheet in 
accordance with 37 CFR 1 .52(b)(4). A new abstract of the disclosure is required and 
must be presented on a separate sheet, apart from any other text. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a) because they fail to show in 
Figure 4 that "The annular tooth 31 . . . has a ... height H substantially equal to the 
diameter of the metal wire 10..." as described in the specification (Page 10, L. 29 - 31). 
With respect to element 13 of Figures 2 and 3, said element of Figure 2 is referenced as 
an "inner plate" whereas in Figure 3 it is named a "containing element". Though the 
designations are analogous, the use of unique terms is questionable. Furthermore, the 
containing element (1 3) of Figures 2 - 4 is not indicated in Figure 1 . 

Any structural detail that is essential for a proper understanding of the disclosed 
invention should be shown in the drawing. MPEP § 608.02(d). Corrected drawing 
sheets in compliance with 37 CFR 1 .121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 17, 20 - 28 and 29 - 31 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over Claims 21 
- 22, 27 - 36 and 37 - 40, with respect to claims directed to an apparatus and a method 
of using said apparatus, of copending Application No. 10/597228 as well as Claims 11, 
13 - 17 and 18 - 19, in similar respect, of copending Application No. 10/597184. 

These are provisional obviousness-type double patenting rejections because the 
conflicting claims have not in fact been patented. 

Claim Objections 

Claim 29 is objected to because of the following informalities: 

> In Line 3, "an" of "an containing..." should be an "a". 

> In Line 5, "a" of "at least a guide..." should be a "one". 
Appropriate corrections are required. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 23 - 28 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 26 recites the limitation "the protrusion... is substantially equal to a 
value..." whereby said protrusion, as understood, is a structure that cannot have a 
value. As understood from the disclosure, the protrusion comprises a thickness or 
height of an amount in relation to the diameter of a metal product. 

Claims 23 and 24, Line 4 and 2, respectively, recite the limitation "the" in "the 
lower part" and "the outside". There are insufficient antecedent bases for these 
limitations in the claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17-22 and 29 - 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bordignon et al (6,318,660). 

Re: Claim 17, Bordignon et al disclose a device (10, Fig. 1) for coiling a windable 
long, metal product (12), comprising: 

> a mandrel (20) having a substantially circular transverse section and rotating 
around a horizontal, vertical or inclined axis (about 20a), 
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> a containing element (24) to contain said metal product, arranged in 
correspondence with said mandrel and substantially orthogonal to said axis, 

> and at least a guide and containing device (39 and/or 40) able to be driven 
between a first working position in which said guide and containing device 
cooperates with said mandrel (Col. 4, L. 14 - 18), and a second inactive 
position in which said guide and containing device is arranged distant from 
said mandrel (Col. 4, L. 18 - 22), 

> wherein said containing element comprise an annular channel which is made 
in proximity with an outer surface of said mandrel and is coaxial with the axis 
of rotation of said mandrel (Col. 4, L. 12 - 23)., 

> and wherein said guide and containing device comprises a groove that is able 
to define an accompanying guide for said metal product along an outer 
circumference of said mandrel towards said annular channel and coaxial with 
said annular channel, when said guide and containing device is in said first 
working position. (Col. 4, L. 12 - 23). 

Re: Claims 18-19, Bordignon et al disclose: 

> wherein said annular channel has a substantially rectangular transverse 
section (Col. 1, L. 6), 

> wherein said annular channel has a substantially trapezoid section (Col. 1 , L. 

6), respectively. 

Re: Claims 20 - 22, Bordignon et al disclose: 

> wherein said guide and containing device comprises at least a first flap (39), 

> wherein said guide and containing device comprises a second flap (40) 
arranged diametrically opposite said first flap, and 

> wherein said first and second flap constitute, in said first working position, a 
lateral cover to said annular channel (Col. 5, L. 7), respectively. 
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Re: Claim 29, Bordignon et al disclose a metliod for coiling a long metal product, 
performed by means of a coiling device (10) which comprises: 

> a mandrel (20) having a substantially circular transverse section and rotating 
around a horizontal, vertical or inclined axis, 

> a containing element (24) to contain said metal product, arranged at one end 
of said mandrel and substantially orthogonal to said axis, and at least one 
guide and containing device (39 and/or 40), able to be driven between a first 
working position in which said guide and containing device cooperates with 
said mandrel, and a second inactive position in which said guide and 
containing device is arranged distant from said mandrel, 

> said method comprising the following steps: 

- a first step wherein a leading end of said metal product is inserted into a 
groove of said guide and containing device arranged in said first working 
position to guide said metal product along an outer circumference of said 
mandrel; 

- a second step wherein said metal product is guided by said groove inside 
an annular channel made on said containing element in proximity with an 
outer surface of said mandrel and coaxially with said axis of rotation of 

said mandrel; 

- a third step wherein an initial segment of said metal product is gripped and 
clamped in said annular channel by means of friction forces generated 
between said metal product and the walls of said annular channel; 

- a fourth step wherein said metal product is wound onto said mandrel for a 
pre-determined segment of length (Col. 5, L. 8); 

- a fifth step wherein said guide and containing device is taken from said 
first working position to said second inactive position (Col. 5, L 10); and 

- a sixth step wherein said metal product is wound for the remainder of its 
length (Col. 21 -27). 
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Re: Claim 30, Bordignon et al disclose wlierein during said first step, said metal 
product is inserted into said groove by means of a distributor (45) of said metal product. 

Re: Claim 31, Bordignon et al disclose wherein during said first step, said 
mandrel is in rotation around its own axis. 

Re: Claim 32, Bordignon et al disclose wherein said segment of pre-determined 
length is between a fraction of one spiral and three spirals (Col. 5, L. 8). 

With respect to a rejection under obviousness in lieu of anticipation, in view of the 
claimed "annular channel" and "groove", in that the apparatus of Bordignon et al 
discloses an apparatus performing in the manner as claimed and broadly as disclosed 
by the instant invention, though silent with respect to an annular channel and groove, in 
view of the "... rolled stock 12 is... to enter into the inner cavities of the guides.... and to 
be guided in the coiling step of the first revolutions of the mandrel" and that retaining the 
rolled stock is inherent to frictional interaction of the rolled stock with the "wear-resistant 
materials" that comprise the "inner cavities of the guides", the instant invention as 
claimed in view of Bordignon et al would have been obvious to one having ordinary skill 
in the art. 

Allowable Subject Matter 

Claims 23 - 28 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims as well as to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Castellani (7,246,767) is cited for a device for coiling a long metal 
product wherein a flange is applied on a containing element substantially perpendicular 
to a mandrel and shaped so as to have an annular tooth substantially coaxial with said 
mandrel, said annular tooth defining at a lower part an annular channel and said tooth is 
slightly convergent towards an outside. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Stefan Kruer whose telephone number is 571 .272.5913. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Cuomo can be reached on 571 .272.6856. The fax phone number for 
the organization where this application or proceeding is assigned is 571 .273.8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866.217.9197 (toll-free). 

/Stefan Kruer/ 
Examiner, Art Unit 3654 
01 September 2008 
/Peter M. Cuomo/ 

Supervisory Patent Examiner, Art Unit 3654 



